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RATTRAY J.

The Plaintiff in this application is a company which, until recently, was the
only company in Jamaica operating or licensed to operate a nation-wide lottery. It
is the registered proprietor of Trade Mark Number B34, 611, which was registered

on the 12™ day of December 1996 in the Register of Trade Marks in Class 16 and
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on the 12™ day of December 1996 in the Register of Trade Marks in Class 16 and
operates under its trade mark name and insignia, “Jamaica Lottery Company
Limited”, with a device depicting a bouncing ball, utilising the colours blue and
red.

The Plaintiff is also the registered proprietor of the trade marks registered in
Jamaica in the Register of Trade Marks, in respect of the logo and designs “Lotto”
(Class 16), “Pick 3” (Class 28) and “Scratchers™” (Class 16) being Trade Marks
Numbered 34, 609; 35, 309 and 35, 273 respectively.

In furtherance of its business operations, the Plaintiff has also applied for the
registration of trade marks for “Jamaica Lottery Drop Pan’f (Class 28) and “A
Ticket to your Dreams™ (Classes 16, 25 and 28). |

A new kid on the lottery block emerged in the form of the First Defendant,
when in or about September 2000, it obtained a licence from the Betting, Gaming
and Lotteries Commission to operate lottery-type games in Jamaica for a period of
ten (10) years.

In a series of advertisements between April and May 2001, published in both
daily newspapers and aired on the radio stations, the First Defendant embarked
upon a promotional blitz for its lottery games, using the phrase “Win Jamaica
Lotteries — Games People Love to Play”, with the device of a treasure chest filled

with currency notes. They advised that at the launch of its operations, the First
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Defendant would be introducing “a version of the popular Drop Pan and a live
daily lotto-type draw game”.

On or about the 19™ day of March, 2001, the First Defendant, through its
Attorneys at law, applied to the office of the Registrar of Companies, Trade Marks
Department for the registration of the said phrase and device as a trade mark in
Part A, Class 16 of the Register. It was also reported in the national press that the
intended start-up date for the new lottery game was June, 2001.

By letter dated May 18, 2001, the Plaintiff, through its then Attorneys at law,
Messrs. Mitchell Hanson and Co., wrote to the First Defendant’s Attorneys at law
objecting to their client’s use of the words “Win Jamaica Lotteries — Games People
Love to Play” in the advertisements in the medi;and demanding that they cease
and desist from using the said words. The Attorneys for the Plaintiff complained
of the purported similarity between the said words and their client’s registered
trade mark, which they alleged was deceiving and confusing their customers and
contractors who believed that Win Jamaica Lotteries and Jamaica Lottery
Company were associated entities.

Not héving received a satisfactory response, the Plaintiff, by Writ of
Summons dated the 25% day of May 2001, instituted legal proceedings against the
First Defendant and its Directors, the Second, Third and Fourth Defendants,

claiming the following relief as set out in the Endorsement to its Writ of Summons;
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6.

Damages for passing off and/or infringement of trade mark and/or
arising from the Defendants’ contravention of section 37 of the Fair
Competition Act.

An injunction restraining the Defendants, whether by themselves,

their servants or agents or any of them, or otherwise howsoever, from:

(a) infringing the Plaintiff’s trade marks;

(b) passing-off or attempting to pass-off the Defendants’ business
as and for the business of the Plaintiff by the use in connection
therewith, in any form or manner or for any purpose
whatsoever, of the name “Jamaica Lottery” or any words which
so nearly resemble same or by the use in connection therewith
of any trade mark, name or style owned by or identified with
the Plaintiff or any colourable imitation thereof.

(c) Carrying on any business under the name or style “Jamaica
Lottery” or “Jamaica Lotteries” or any name or style which
includes the words “Jamaica Lottery” or any name or trading
style containing the words “Jamaica Lottery” or which so
nearly resembles the same or under any trade mark, name or
style owned by or identified with the Plaintiff or any colourable
imitation thereof.

Obliteration upon oath of all marks upon all tags, signs, banners,
advertising material or other articles which bear the name, mark or
style “Jamaica Lottery” or “Jamaica Lotteries”, which would be a
breach of the aforesaid injunction prayed for and verification upon
oath by the Defendants that they no longer have in their possession,
custody or control any sign advertising material or article so marked.

Interest.
Further or other relief as the Court may deem fit.

Costs.

On the 28" day of May 2001, this Court granted an Ex Parte Interim




Injunction on the Plaintiff giving the usual undertaking as to damages, restraining
the Defendants, their servants or agents from:

(a) infringing the Plaintiff’s trade marks;

(b) passing-off or attempting to pass-off the Defendants’ business as and
for the business of the Plaintiff by the use in connection therewith, in
any form or manner or for any purpose whatsoever, of the name
“Jamaica Lottery” or any words which so nearly resemble same or by
the use in connection therewith of any trade mark, name or style
owned by or identified with the Plaintiff or any colourable imitation
thereof

(c) carrying on any business under the name or style “Jamaica Lottery” or
Jamaica Lotteries” or any name or style which includes the words
“Jamaica Lottery” or any name or trading style containing the words
“Jamaica Lottery” or which so nearly resembles the same or under
any trade mark, name or style owned by or identified with the Plaintiff
or any colourable imitation thereof

for a period of seven (7) days.
This Injunction has been extended and remains in place while the Attorneys

have advanced their arguments for the grant or refusal of an Interlocutory

Injunction in this matter.

The Plaintiff’s Case

The Plaintiff contends, in an Affidavit filed by its Managing Director,
Eugene Ffolkes, sworn to on the 25" day of May, 2001 in support of the
application for an Interlocutory Injunction, that in 1991 it commenced operation
under the name “Sports Development Agency Limited”, duly licensed by the

Betting Gaming and Lotteries Commission. In 1994, that name was changed to the
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Plaintiff’s present name, and on the 12" day of December 1996, the Plaintiff was
registered as proprietor of the trade mark in the name “Jamaica Lottery Company
Limited”, together with the device of a bouncing ball.

Subsequently, the Plaintiff became the registered owner of other trade marks
in respect of its logo and designs “Lotto”, “Pick 3> and “Scratchers™ and it has also
applied for trade marks in respect of “Jamaica Lottery Drop Pan” and “A Ticket to
Your Dreams™.

It is further contended by the Plaintiff that by the use of its name since 1994
and through its operation of the nationwide lottery and other gaming products, it is
well known to the Jamaican public and has acquired a national reputation and,
according to its Annual Report exhibited to the Affidavit of Eugene Ffolkes, has in
excess of 450 agents islandwide.

The Plaintiff’s complaint in essence is firstly that the use by the First
Defendant of the name “Win Jamaica Lotteries — Games People Love to Play™, is a
breach of its registered trade mark. Secondly, that by virtue of the acts complained
of, the Defendants are liable in an action for passing off. Thirdly, that the use of
the alleged offending phrase in its advertisements in the print and electronic media
is so similar to the Plaintiff’s trade mark “Jamaica Lottery Company Limited” that

it is likely to cause confusion in the minds of the public. This aspect of the
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complaint is encapsulated in paragraphs 18 and 19 of the said Affidavit of Eugene

Ffolkes, which read:
“18. SVL’s (the First Defendant’s) business is in no way
associated with the business of JLC (the Plaintiff) and JLC is
fearful of confusion, actual and potential, which results from
the use by SVL, and its directors, of the words ‘Jamaica
Lotteries’ in SVL’s business as those words are very similar to
the words ‘Jamaica Lottery’ which are contained in the trade
mark ‘Jamaica Lottery Company Limited’, which is the
property of JL.C.
19. JLC believes that the use of the words ‘Jamaica Lotteries’
is an infringement of its trade mark and constitutes an attempt
by SVL to profit from JLC’s reputation.”

In support of the allegation of likely confusion in the minds of the public, the
Plaintiff relied on the Affidavits of Sonia Davidson and Dayner Clarke sworn to on
the 30™ day of May 2001. Both these deponents are employees of the Plaintiff, the
former being its Public Relations and Promotions Manager and the latter, its
Marketing Manager. They have stated in their Affidavits that they have received
calls from members of the public enquiring about the new games being launched
by the Plaintiff. The games enquired after were those being promoted by the First
Defendant under its “Win Jamaica Lotteries — Games People Love to Play”
advertisements.

An affidavit in the same vein, sworn to by one Pauline Robinson on the 6

day of June 2001, stated that she was a regular player of games offered by the




Plaintiff and that after observing advertisements in the daily newspaper under the
caption “Win Jamaica Lotteries — Games People Love to Play”, she was of the
view that they were new games advertised by the Plaintiff. This erroneous
conclusion was also arrived at by her friend who lives on the same premises where
she resides.

It is further contended by the Plaintiff that if the Defendants are allowed to
continue the activities complained of, its reputation and goodwill would be further
injured by the alleged confusion in the minds of the public of a perceived
association between the businesses of the Plaintiff and the First Defendant. In such
an instance, if the Injunction applied for were to be refused, damages would not
adequately compensate the Plaintiff in the event that it succeeds at trial in
establishing its right to the Injunction sought.

In addition, the Plaintiff also sought injunctive relief against the Second,
Third and Fourth Defendants, the Directors of the First Defendant, being the

persons responsible for the actions of the corporate Defendant.

The First Defendant’s Case
The First Defendant’s position is set out in the Affidavit and Supplemental
Affidavit of Roger Williams, its Business Development Manager, sworn to on the

1% day of June, 2001 and 9™ day of June, 2001 respectively.




This Defendant contends that its licence, obtained from the Betting Gaming
and Lotteries Commission on the 20® September, 2000, to operate lottery type
games in Jamaica, restricts its operation to the geographical area of Jamaica. The
use then of words “Jamaica Lotteries™ in its advertising Slogan and its application
for trade mark registration is not only an accurate description of the company’s
lawful activities, but also of the type of businesses operated by both the Plaintiff
and itself - that is to say, the promotion and operation of lotteries in Jamaica.

It further contends that the Plaintiff has no exclusive right to the use of the
phrase “Jamaica Lottery” or “Jamaica Lotteries” as, in light of the grant of its
licence, the company is entitled to operate a lottery or lotteries in Jamaica, and
those words are merely an accurate description of the activities it is legally entitled
to pursue.

This Defendant maintains that the Plaintiff’s trade mark is a combination of
the words “Jamaica Lottery Company Limited” and a logo, that of a bouncing ball,
not just the words alone, and it is that combination which the registered trade mark
protects. There is, therefore, no infringement of that trade mark in the present
case, as this Defendant is utilising a combination of common, descriptive and
geographical words with markedly dissimilar logos and getups to that of the

Plaintiff.
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They also argue that there is no reasonable basis for confusing the proposed

trade marks and devices of this Defendant with that of the Plaintiff, in light of the

important distinctive features and characteristics adopted by this Defendant.

In order to avoid confusion, the following steps were adopted by this

Defendant to distinguish its marks and devices from that of the Plaintiff: -

1.

The word WIN is at all times construed with the word JAMAICA so
that, usually, the name is WIN JAMAICA and the word LOTTERIES
is used only to qualify or define the phrase. In most cases, the phrase
WIN JAMAICA is highlighted in a separate colour scheme and font
from the word LOTTERIES.

The phrase WIN JAMAICA LOTTERIES is accompanied by the
device of a treasure chest filled with currency notes, which is wholly
distinctive from any device used by the Plaintiff and is in distinctive
colours which are not used by the Plaintiff.

The said phrase and devices are often accompanied by the additional
distinctive slogan GAMES PEOPLE LOVE TO PLAY.

In support of its assertion that there is no reasonable likelihood of confusion

by the public between the lottery games operated by the respective parties, this

Defendant indicates that :-

(@)

(b)

It has its own distribution and ticketing outlets, and its tickets will be
materially different from those of the Plaintiff. This is so, as its
tickets will bear the company’s logo which is ‘LUCKY 5’ or ‘CASH
POT’, and its ticket terminals have been customised in yellow and
black to distinguish them from those of the Plaintiff.

Its ticket outlets will also have logos and promotional materials for the
company’s games, which will bear no similarity to the logos of the
Plaintiff. |
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(c) The Plaintiff has reportedly announced in the public media that its
vending agents have been precluded by the Plaintiff from acting as
vendors for this Defendant’s lottery games. It will, therefore, not be
possible to purchase lottery tickets for the games of the respective
parties from a common source.

This Defendant states that, as a consequence of the efforts and steps taken
and the expense incurred by this Defendant in distinguishing its business from that
of the Plaintiff, it is unlikely that there will be confusion in the minds of the public.
To the contrary, since the launch of its advertising campaign, the company has
been overwhelmed by requests for employment and enquiries by members of the
public, confirming that the public is well aware that this 'Defendant is a separate
entity from the Plaintiff.

In the Affidavits filed on its behalf by Roger Williams, this Defendant
categorically denies the allegations raised by the Plaintiff and responds that the
action brought by the Plaintiff is an attempt to perpetuate its monopolistic position
in the lottery market. Further that the Plaintiff is attempting to wrongfully obtain a
monopoly to the use of the phrase JAMAICA LOTTERY and to exclude the
legitimate use of this phrase by competitors who are granted a licence to operate
lotteries in Jamaica.

It is contended by this Defendant that the grant of the Injunction sought

would cause it tremendous financial loss and inconvenience which would be

irrecoverable if it were to be successful at the trial of this action. Such expenses
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would include cost of ticket stock and printed advertising and promotional
material, which would have to be reprinted and existing stock rendered worthless,
additional cost of ensuring material distributed to ticket vendors and agents is not

utilised and that new material is distributed.

The Second, Third and Fourth Defendants’ Case

No Affidavit has been filed by or on behalf of these Defendants in this
application. However, the main issue advanced by Counsel on their behalf is that
there is no basis for the individual Directors of the First Defendant to be joined as
parties to the action. If there is a case to be brought at all, the proper Defendant is
the corporate entity. Where an Injunction is granted that is subsequently breached,
the Court has the power to impose the appropriate sanctiog on those who flouted
the Court’s Order, whether they be a director or any other individual.

These Defendants also highlight the conduct of the Plamntiff and assert that
no sincere attempt was made to resolve what was perceived by the Plaintiff to be a
problem prior to filing legal proceedings. They point out that no correspondence
was sent to the individual Directors by the Plaintiff, nor was the letter which was
sent to the Defendant Company’s Attorneys dated the 18% dayv of May, 2001,
copied to them. In fact, two (2) days elapsed before the delivery of the said letter,
which requested a reply within seven (7) days. Immediately on the expiration of

that period, an Ex Parte Injunction was obtained by the Plaintiff.
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It is contended, on behalf of these Defendants, that they canﬁot be accused
of refusing to do something (that is, to cease and desist from alleged breaches of
the Plaintiff’s rights under its trade mark), where no request has been made of
them. Further, that no reasonable time has been afforded them to obtain legal
advice and to respond.

These Defendants also contend that with respéct to the claim against them,
there are no serious issues to be tried, and they adppt, in their entirety, the
submissions of Counsel for the First Defendant, so far as they are or may be

relevant to themselves.

Law

The governing principles relative to the grant or refusal of an Interlocutory

Injunction are set out in the well-known case of American Cyanamid Co. vs

Ethicon Ltd. (1975) 1 All ER. 504. The often cited words of Lord Diplock in that
case at page 509 reminds this Court that...

“In those cases where the legal rights of the parties
depend on facts that are in dispute between them, the evidence
available to the court at the hearing of the application for an
interlocutory injunction is incomplete. It is given on affidavit
and has not been tested by oral cross-examination.”

The learned law lord went on at page 510 to state;
“The court no doubt must be satisfied that the claim is not

frivolous or vexatious; in other words, that there is a serious
question to be tried.”
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and further on that same page:-

“So unless the material available to the court at the
hearing of the application for an interlocutory injunction fails
to disclose that the plaintiff has any real prospect of succeeding
in his claim for a permanent injunction at the trial, the court
should go on to consider whether the balance of convenience

lies in favour of granting or refusing the interlocutory relief
that is sought.”

The starting point then is whether or not the allegations raised by the
Plaintiff are sufficient to satisfy the Court that there is a serious question to be
tried. Tf the material available to this Court at this time fails to disclose that the
Plaintiff has any real prospecf of succeeding in its claim for a permanent Injunction
at trial, no Injunction should be granted.

The Plaintiff is the registered owner of a trade mark under the Trade Marks
Act. By virtue of Section 46 of that Act;

“.... The fact that a person is registered as proprietor of the
trade mark shall be prima facie evidence of the validity of the
original registration of the trade mark...”

Under Section 6 (1) of the said Act, the registered proprietor of the trade
mark is given the exclusive right to the use of same, and so far as is relevant to this
matter reads:-

6(1) “Subject to the provisions of this section, and of sections
9 and 10, the registration of a person in Part A of thF Register
as proprietor of a trade mark (other than a certification trade

mark) in respect of any goods shall, if valid, give or be deemed
to have given to that person, the exclusive right to the use of
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the trade mark in relation to those goods and......... that right
shall be deemed to be infringed by any person who, not being
the proprietor of the trade mark or a registered user thereof
using by way of the permitted use, uses a mark identical with it
or so nearly resembling it as to be likely to deceive or cause
confusion in the course of trade, in relation to any goods in
respect of which it is registered, and in such manner as to
render the use of the mark likely to be taken....

(a) as being use as a trade mark;...”

The trade mark in the instant case is registered in Part B of the Register.
However, Section 7 (1) of the Trade Marks Act confers on the proprietor of such a
mark, the same rights as are provided by Section 6.

The main thrust of the Plaintiff’s case is that the use by the First Defendant
of the name and/or getup “Win Jamaica Lotteries™ is likely to cause confusion in
the minds of the purchasing public, so as to mislead it into believing that its lottery
is the lottery operated by the Plaintiff under the name “Jamaica Lottery Company
Limited”.

The advertisements attached as exhibits to the Affidavit of Eugene Ffolkes
consistently show the use by the Plaintiff of the trade mark for which it is the
registered proprietor. In looking at the certificate of the Registrar with respect to
that trade mark, it must be noted that the following disclaimer appears in these

terms; -

“Registration of this trade mark shall give no right to the

2 2

exclusive use of the word ‘Jamaica’.
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What then is the actual distinctive mark owned by the Plaintiff, which is
protected by trade mark registration under the statute?

In the case of McDonald’s Corporation vs McDonald’s Corporation Limited

and another (1996) 55 W 1. R. 226, Rattray P. at page 232 had this to say: -

“...The appellant registered trade marks in Jamaica in
1969, these being an arched ‘M’ with the name McDonald’s
across it. Each certificate of the registrar carried a disclaimer
in these terms: ‘Registration of this trade mark shall give no
right to the exclusive use of the letter ‘M’ or to the word
‘McDonald’s’.

The respondents maintain that this disclaimer debars the
appellant from the exclusive use of the letter ‘M’ and the name -
‘McDonald’s” since this is what the disclaimer says. What the
disclaimer really means is that the trade mark is as displayed:
the arched ‘M’ together with the name ‘McDonald’s’ written
across it. That is the distinctive mark which is protected by the
trade mark, not the letter ‘M’ ipso facto nor the name
‘McDonald’s’ separately used....” (Emphasis mine)

I respectfully adopt the views expressed as applicable to the present case.
Here, the registered trade mark is “Jamaica Lottery Company Limited” together
with the logo of a bouncing ball, not the words “Jamaica Lottery” ipso facto. In
considering whether or not there is a serious question to be tried, this Court must
examine the mark of the Plaintiff as registered, in comparison with the proposed
mark of the Defendant “Win Jamaica Lotteries‘— Games People Love to Play”,
together with the device of a treasure chest filled with cash, in their totality. The

determination of whether there is a serious question to be tried cannot be
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determined mainly on the allegation of one of the parties. This Court must
examine the allegations raised and the circumstances of the particular case in
coming to such a determination, while being mindful of the fact that the
information before it is incomplete and has not been tested by oral cross-
examination.

The Plaintiff alleges an infringement of its registered trade mark by the First
Defendant and submits, relying on Section 7(2) of the Trade Marks Act, that the
onus lies on the First Defendant, who wishes to avoid the Injunction to establish
that the use of the proposed mark complained of is not likely to deceive or cause
confusion. That section, so far as is relevant reads: -

S. 7(2) “In any action for infringement of a right to the use of a
trade mark given by registration as aforesaid in Part B of the
Register........... no injunction or other relief shall be granted
to the plaintiff if the defendant establishes to the satisfaction
of the Court that the use of which the plaintiff complains is
not likely to deceive or cause confusion or to be taken as
indicating a connection in the course of trade between the
goods and some person having the right either as proprietor
or as registered user to use the trade mark.”

The case of Furnitureland Limited vs Harris and Others (1989) 1 Fleet Street
Reports 536 dealing with an application for an Interlocutory Injunction where there

were allegations of infringement of trade mark and passing off, is of some

assistance in this matter. The headnote reads: -




“The plaintiffs had traded as retailers of bought-in,
branded furniture under the name FURNITURELAND since
1973. They were also proprietors of the registered trade mark
FURNITURELAND in Part B in respect of furniture and
fittings therefor. The fifth defendant proposed to start a similar
type of business under the name FURNITURE CITY.

The essential question was whether the plaintiffs had
established an arguable case capable of succeeding at trial.
The evidence showed that two instances of confusion between
the words or trading styles had already occurred. The
proposed get-up of the defendant’s shop front and display
material was, however, very different from that of the
plaintiffs. There was also evidence that “furniture” was a word
commonly used as part of the name of retail businesses in this
field.

As to the allegations of trade mark infringement, the
defendants submitted first that the use of a trade mark merely
in connection with the retail sale of the branded goods of other
manufacturers was not use in a trade mark sense. They also
argued that FURNITURE CITY did not nearly resemble the
trade mark in issue having regard to the fact that the word
“furniture” was common to the trade.

Held: (1) The claim based on passing off could not
succeed at trial.  Visual confusion was most unlikely.
Moreover, the plaintiff’s name was a composite of two parts,
the descriptive and dominant word “furniture” and the suffix
“land.” The plaintiffs could have no monopoly rights in
“furniture.” Therefore, on the basis of the spoken word, if
confusion arose, it ‘was the natural consequence of having
chosen the word and the difference in the suffixes used by the
parties was sufficient distinction to prevent the plaintiffs being
able to succeed in passing off.

(2) It was arguable that “offering for sale” under a trade
mark involved using the word in a trade mark sense.

18
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(3) Having regard to the fact that “furniture” was a word
common to the trade, attention had to be paid to the
elements “land” and “city.” So considered, the case
on trade mark infringement was unarguable.

In that case, the similarity was between the Plaintiff’s registered trade mark
‘Furnitureland’ and the use by the Defendant of the name ‘Furniture City.” That
Court, in coming to its decision, also considered the equivalent of the sections 6(1)
and 7(1) of the Jamaican Trade Marks Act.

At page 542, the Vice Chancellor, Sir Nicholas Browne-Wilkinson stated
that the Defendants were relying on the principle that -:

“.... Where the registered trade mark contains a word
which is common to the trade, the court in deciding whether
the alleged infringing use ‘sufficiently resembles’ the
registered mark considers the likelihood of confusion in the
minds of the public. Where the two marks both contain
elements which are common to the trade, it is said that the
public will pay more attention to the parts of the names which
are not common to the trade.”

He went on at page 543 to cite the cases of Coca-Cola Co. of Canada_Ltd.

vs. Pepsi Cola Co. of Canada Ltd. (1912) 59 R.P C 127 and Re Broadhead’s

Application (1950) 67 R.P C 209. In the former case, in which it was alleged that
Pepsi Cola infringed the registered mark of Coca-Cola, attention was focussed on
the lack of resemblance between Pepsi and Coca. In the latter case, this same
principle was applied by Lord Evershgd M.R. at page 215, where he stated:

“.... Where you get a common denominator, you must, in
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looking at the competing formulae, pay much more regard to
the parts of the formulae that are not common although it does
not flow from that........ that you must treat the words as
though the common part was not there at all.”

The Vice Chancellor continued: -

“Now in the present case, “furniture” is a feature common
to both names. There is also evidence showing that the word
“furniture’ is commonly used as part of the name of retail
businesses in this field. . Therefore, in considering whether
Furnmiture City sufficiently resembles Furnitureland, whilst
looking at the two words as a whole and not ignoring the
whole word, I must concentrate primarily on the distinction
mtroduced by the suffixes ‘land’ and ‘city’. Once this is done,
it seems to be unarguable that the two names so closely
resemble each other that the use of the name Fumniture City
constitutes an actionable infringement of the plaintiff’s mark
on the grounds that it closely resembles it.”

In applying those principles to the present case, one sees that the common
words are “Jamaica Lottery”. The differences between the remaining words are so
great that there can be no reasonable argument that the two names so nearly
resemble each other as to constitute an actionable infringement of the Plaintiff’s
trade marks. On the issue of alleged infringement of the Plaintiff’s trade mark,
therefore, the Court finds there is no serious question to be tried.

With respect to the claim for passing off, the Plaintiff referred to the dicta of
Lord Oliver in the case of Reckitt & Colman Products Ltd. vs Borden Inc. and
Others (1990) 1 W.L R 491 at page 499 where he said:

“.... The law of passing off can be summarised in one
short general proposition—no man may pass off his goods as
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those of another. More specifically, it may be expressed in
terms of the elements which the plaintiff in such an action has
to prove in order to succeed. These are three in number. First,
he must establish a goodwill or reputation attached to the
goods or services which he supplies in the mind of the
purchasing public by association with the identifying “get-up”
(whether it consists simply of a brand name or a trade
description, or the individual features of labelling or
packaging) under which his particular goods or services are

- offered to the public, such that the get-up is recognised by the

'L_? public as distinctive specifically of the plaintiff’s goods or
services. Secondly, he must demonstrate a misrepresentation
by the defendant to the public (whether or not intentional)
leading or likely to lead the public to believe that goods or
services offered by him are the goods or services of the
plaintiff. Whether the public is aware of the plaintiff’s
identity as the manufacturer or supplier of the goods or
services is immaterial, as long as they are identified with a
particular source which is in fact the plaintiff. For example, if
the public is accustomed to rely upon a particular brand name
in purchasing goods of a particular description, it matters not

e at all that there is little or no public awareness of the identity
of the proprietor of the brand name. Thirdly, he must
demonstrate that he suffers or, in a quia timet action, that he is
likely to suffer damage by reason of the erroneous belief
engendered by the defendant’s misrepresentation that the
source of the defendant’s goods or services is the same as the
source of those offered by the plaintiff.”

This Court agrees that these are the appropriate elements which the Plaintiff
must show in order to succeed in such a claim. This Court is also in agreement
( -, with the words of Rattray P. at page 233 of the McDonald’s case, where he opined:
| “The law with respect to passing off essentially relates to
the right possessed by a business which has established
reputation and goodwill in a jurisdiction not to be exposed to

risk of injury by another business which adopts features so
closely resembling that of the first business as to create the
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misrepresentation made by passing off one person’s goods as
the goods of another.” :

The First Defendant argues that by virtue of the disclaimer contained in the
Plaintiff’s mark, the Plaintiff has no right to the exclusive use of the word
“Jamaica.” Further that the word ‘Lottery’ is a generic and descriptive term within
the public domain. It is therefore contended that, as the claim here relates to
generic, descriptive and geographical words, no injunctive relief should be granted
where there are differences in the logo and get up of the respective parties, even of
a minor nature.

In the case of Office Cleaning Services L.td. vs Westminister Windows and

General Cleaners Ltd. (1946) 63 R.P. C. 39, the Plaintiff and the Defendant both

carried on the business of office cleaners, the Plaintiff trading under the style
Office Cleaning Services since 1930, and the Defendant trading under the style of
Westminister Office Cleaning since 1933. In 1942, the Defendant began trading as
Office Cleaning Association. The Plaintiff bréught an action to restrain the
Defendant from trading under this latter style, which was refused by the House of

Lords.
Lord Simonds at page 42 of that case stated:

“Foremost I put the fact that the appellants chose to adopt
as part of their title, the words ‘Office Cleaning’, which are
English words in common use, apt and more apt than any
other words to describe the service that they render. This is a
trade name, not a trade mark case, but I would remind your
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Lordships of the close analogy between the two classes of
case found by Farwell J. in Aerators Limited v.
Tollett...... and by Parker J. in the Vacuum Cleaner case. So
it is that, just as in the case of a trade mark, the use of
descriptive words is jealously safeguarded, so in the case of
trade names the courts will not readily assume that the use by
a trader as part of his trade name of descriptive words already
used by another trader as part of his trade name is likely to
cause confusion and will easily accept small differences as
adequate to avoid it.”

Further at page 43, the learned Law Lord said: -

“.... The distinctive word in the appellant’s title is
‘Services”, that in the Respondents” is ‘ Association’. I think
that that is a differentiation which should avert any confusion
that might otherwise arise from the common use of ordinary
descriptive words.”

And he went on to state,

“.... It comes in the end, I think, to no more than this, that
where a trader adopts words in common use for his trade
name, some risk of confusion 1s inevitable. But that risk must
be run unless the first user is allowed unfairly to monopolise
the words. The court will accept comparatively small
differences as sufficient to avert confusion.”

This decision was followed in the Furnitureland case, where Vice Chancellor

Browne-Wilkinson indicated at page 539:

“In my judgment confusion in this case is most unlikely.
The plaintiff’s name Furnitureland, is one word and one
capital letter: Furniture City is two distinct words, ‘City’
being itself carrying a capital letter. The proposed get up of
the Defendant’s shop fronts and displayed material is totally
different from that of the plaintiff’s company. Even allowing
for an imperfect memory by members of the public, visually
the two businesses are clearly different.
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So far as confusion when the spoken word is concerned or
when the two names are not before people at the same time
the position is not so clear. People may well remember the
plaintiff as being ‘Furniture’ something, without realising that
the suffix of the plaintiff’'s company is ‘land’. In my
judgment, this does not provide a basis for a claim in passing
off since the plaintiffs have chosen to adopt an ordinary
descriptive word ‘Furniture,” as a prominent and indeed a
dominant part of their name. If confusion results, that is the
natural consequence of choosing to trade under a name which,
to a substantial extent, involves identification by reference to
an ordinary descriptive word in which the plaintiffs have no
monopoly. In such a case, even a slight difference in the
name adopted by the defendants is a sufficient distinction to
prevent the plaintiff company from being able to establish
liability in passing off.”

Similar sentiments were expressed by Stephen J. in Hornsby Building

Information Centre Proprietary Limited and another v. Sydney Building

Information Centre Limited, a case from the High Court of Australia reported at

1977 — 1978 The Commonwealth Law Reports Vol. 140 at page 216 where the
learned Judge stated at page 229:

“.... In cases of passing off where it is the wrongful
appropriation of the reputation of another or that of his goods
that is in question, a plaintiff which uses descriptive words in
its trade name will find that quite small differences in a
competitor’s trade name will render the latter immune from
action (Office Cleaning Services Ltd. v. Westminister
Window and General Cleaners Ltd. per Lord Simonds). As
his Lordship said, the possibility of blunders by members of
the public will always be present when names consist of
descriptive words — “So long as descriptive words are used by
two traders as part of their respective trade names, it is
possible that some members of the public will be confused,
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whatever the differentiating words may be.” The risk of
confusion must be accepted, to do otherwise is to give to one
who appropriates to himself descriptive words an unfair
monopoly in those words and might even deter others from
pursuing the occupation which the words describe.”

In the present case, the focus of the Plaintiff’s attention rested primarily on
the similarity between the words “Jamaica Lottery” in its trade mark and “Jamaica
Lotteries™ in the proposed mark used by the First Defendant.

This Court is of the view and has so stated that the Plaintiff’s registered
mark and the First Defendant’s mark, for which it has sought registration, must be
looked at in their totality, thereby also taking into account the respective devices of
each party. | In so doing, it is clear that similarity exists only in respect of the words
‘Jamaica’ and ‘Lottery’ or “Lotteries’. By virtue of the disclaimer, the Plaintiff has
no exclusive right to the use of the word ‘Jamaica’. The word ‘Lottery’ or
‘Lotteries’ is a word descriptive of and common to the businesses operated by both
parties.

The Court finds that the differences between the two marks are by no means
alike — far from it. The colour schemes utilised are different, the respective
devices are different, a distinctive slogan, “Games People Love to Play”, is added
to and incorporated in the First Defendant’s mark which is not contained in the

Plaintiff’s mark, and the logos and promotional material for the First Defendant’s

games bear no similarity to those of the Plaintiff.
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The name chosen by the Plaintiff in its registered trade mark is an ordinary
descriptive word and the differences outlined above are more than sufficient to
prevent the Plaintiff from being able to establish liability in passing off. The
Court, therefore, finds that the Plaintiff has no real prospect of succeeding in
respect of this claim at trial. In other words, there is no serious question to be tried

with respect to the claim for passing off, and as such, no Interlocutory Injunction

ought to be granted.

The Plaintiff, in this application for Interlocutory Injunctory relief, also
made submissions that the Defendants were in breach of Section 37(1) of the Fair
Competition Act, as a consequence of which it had a right to seek an Injunction to
restrain the alleged infringement. I accept the submissions of the First Defendant
on this issue that Section 37(1) of the Fair Competition Act, which is based in part
on Section 52 of the Australian Trade Practices Act, is not concerned with the
protection of rival traders, but is intended to protect consumers.

The application for Interlocutory Injunction is hereby refused with costs to

the Defendants. Certificate for Counsel granted. Leave to Appeal granted.




